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Opi nion by Wal sh, Adm nistrative Trademark Judge:

On July 5, 2005, the Board affirnmed the exam ning
attorney’s refusal to register the mark PARADI SE LAVCSH i n
standard-character formfor “baked cracker bread and baked
Armeni an bread” under Section 2(d) of the Act, 15 U.S. C
8§ 1052(d), based on a likelihood of confusion with the mark

in Reg. No. 2,404,157, PARADI SE, al so in standard-character
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form for “cakes.” The Patisserie (applicant) has
request ed reconsideration of that decision.® Specifically,
appl i cant asks we reconsider the followng: “(1) the
original Exam ning Attorney’s finding of registrability
after a search in the Exam ner’s Anendnent dated August 13,
2002, and (2) other registrations and uses of ‘Paradise’
for goods nore simlar to cakes than cracker bread. For
exanple, in the first action the Exam ning Attorney al so

ci ted PARADI SE DONUTS.”

Applicant also requests that we consider a list of 33
mar ks whi ch applicant states it cited in its first response
wth a statenent that they are “all associated with food.”

Applicant adds, “All of the evidence in the case
shoul d be considered. Wen all of the evidence in the case
is considered, it is clear that the protection of PARADI SE
for cakes is narrow and limted only to cakes.”

We addressed Applicant’s first point, that is, the
all eged “finding of registrability” in the Examner’s
Amendnent of August 13, 2002, in our opinion. |In footnote

2 of our opinion, we refer to two instances (both

! Applicant filed the request on July 28, 2005, and identified
the paper as a “REQUEST FOR REHEARING " It is apparent that
applicant intended to request reconsideration under TradenarKk
Rule 2.144 and we are treating it as such a request. The Board
regrets the delay in responding to this request.
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Exam ner’s Anendnents), including the one referenced by
applicant, in which the exam ning attorney included the
standard search clause indicating that no conflicting marks
had been found. In both instances it appears that the

i nclusion of the standard search cl ause was inadvertent.

It is crystal clear when one |ooks at the entire record
that the subsequent refusal, which ultimtely becane the
subj ect of this appeal, superseded the statenent in the
August 13, 2002, Exam ner’s Amendnent that no conflicting
mar ks had been found.

During the exam nation phase the exam ni ng attorney
has the authority to issue a refusal under Section 2(d) of
the Trademark Act, if appropriate, whether or not an
earlier action stated that no conflicting marks had been
found. In fact, Ofice procedures obligate the exam ning
attorney to do so in a case such as this, “If in the first
action the exam ning attorney inadvertently failed to
refuse registration on a clearly applicable ground or to
make a necessary requirenent, the exam ning attorney nust
take appropriate action to correct the inadvertent error in
a subsequent action.” TMEP § 706 (4'" ed. 2005).
Accordingly, we find no reason on this basis to alter our

deci si on.
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Secondl y, applicant asks that we reconsider our
deci si on because of, “other registrations and uses of
‘Paradi se’ for goods nore simlar to cakes than cracker
bread.” Applicant first points to “PARAD SE DONUTS,” as an
exanple. In footnote 3 of our opinion we discussed
“PARDI SE DONUTS” specifically. W concluded that the
PARADI SE DONUTS mar k, whi ch, according to the record, was
nmerely the subject of a pending application, failed to show
t hat “PARADI SE” is a weak mark

Appl i cant apparently also relies on the 33 marks
listed at page 2 of its request as exanpl es of other
“registrations and uses of ‘PARDISE.’” These marks were in
a list of PTOrecords applicant provided in its initia
response to the Section 2(d) refusal. Beginning on page 14

of our opinion under the heading “Simlar Marks in Use on

Simlar Goods” we discussed this evidence, as well as other

simlar evidence of record. Wth regard to the lists which
i ncl uded these 33 nmarks, we stated:

Applicant provided a listing of those registrations;
the listing included only the application serial
nunbers, registration nunbers, the marks and the
status, that is, an indication as to whether the
record was “live” or “dead.” *“Mere |listings of

regi strations or copies of private conpany search
reports, are not sufficient to nake the registrations
of record.” TBMP § 1208.02 (2d ed. rev.

2004) (citations omtted). The exam ning attorney has
not explicitly objected to these. However, as a
practical matter, because these records do not include
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any information with regard to the goods and servi ces,
nor any ownership information, they are of extrenely
limted probative val ue.
As indicated here, we did consider this evidence and found
that it had “extrenely limted probative val ue.”

Finally, applicant indicates that “all of the evidence
in the case” should be considered. W did consider all of
the evidence in the case in reaching our decision, as noted
in the original decision and as we reiterate now.

I n concl usi on, we have considered all of applicant’s
argunents but we find no basis to change our deci sion.

Applicant’s request for reconsideration is denied. The

deci sion, dated July 5, 2005, stands.



